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1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20091 104 



Application/Control Number: 10/593,935 Page 2 

Art Unit: 3724 

Claim Objections 

1 . The claims 1,3, and 5 are objected to because they include reference characters 
which are not enclosed within parentheses. Reference characters corresponding to elements 
recited in the detailed description of the drawings and used in conjunction with the recitation 
of the same element or group of elements in the claims should be enclosed within 
parentheses so as to avoid confusion with other numbers or characters which may appear in 
the claims. See MPEP § 608.01(m). It should be noted that references such as "A", "D-l" 
and "D-2" are not enclosed within parentheses. 

2. Claims 1 and 3 arc objected to because of the following informalities: claims 1 and 2 
are not written in a clear manner. It is suggested that applicant reviews the claims and rewrite 
the claims in a clear manner. 

In claims 1 and 3, "a housing (10, 11) circularly shaped compound spur gear (16) and 
feed spur gear (17) with gear teeth (80) projecting thereon and being rotatably mounted in 
said housing about a common axis A and being included in respective gear trains, a motor 
(33) mounted in said housing for rotating said gears, said housing, and said gears each having 
a gap (52) extending therein and all said gaps being alignable together in only one direction 
viewed parallel to said axis for reception of a workpiece (14) in the aligned said gaps, said 
gears having cam slots (61, 69, 58 and 67), cam follower shafts (56 and 66) connected to said 
gears through said cam slots for having said feed spur gear (17) in rotatably driven 
relationship with said compound spur gear.(16), a cutting blade (22) supported by said cam 
follower shaft (56) and rollers (64) supported by said cam follower shaft (66) and with said 
blade and said rollers projecting into said gaps for engagement of and cutting of said 
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workpiece upon applying said rotation of said feed spur gear (17) at a rotation speed different 
from the rotation speed of said compound spur gear (16) and thereby move said cam follower 
shafts in said slots and radially of said axis, the improvement comprising: said compound 
spur gear (16) and feed spur gear (17) have spur gear tooth pitch diameters D-l and D-2 in 
respective lengths extending through said axis and diametrically across said gears with the 
said length of said pitch diameter D-I of said feed spur gear (17) being different from the said 
length of said pitch diameter D-2 of said compound spur gear (16) for the rotation of said 
feed spur gear (17) at a rotation speed different from the rotation speed of said compound 
spur gear wherein said two gear trains each being a plurality of gears and including said 
compound spur gear (16) and feed spur gear (17), and including command drive gear (44) 
and command feed gear (77) of pitch diameters different from each other, and a clutch (81) 
rotationally connected with said two gear trains for rotationally connecting said command 
drive gear (44) and said command feed gear (77) together for inducing said different rotation 
speeds of said compound spur gear (16) and said feed spur gear (17)." Should be 
~a housing (10, 11); circularly shaped compound spur gear (16) and feed spur gear (17) 
having gear teeth (80) projecting thereon and being rotatably mounted in said housing about 
a common axis (A), said compound and feed spur gears being included in respective gear 
trains; a motor (33) mounted in said housing for rotating said compound and feed spur gears, 
said housing and said compound and feed spur gears each having a gap (52) extending 
therein and all said gaps being alignable together in only one direction viewed parallel to said 
axis for reception of a workpiece (14) in the aligned said gaps; said compound and feet spur 
gears having cam slots (61, 69, 58 and 67); cam follower shafts (56 and 66) connected to said 
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compound and feed spur gears through said cam slots for rotatably driving said feed spur 
gear (17) in relationship with said compound spur gear (16); a cutting blade (22) supported 
by said cam follower shaft (56); and rollers (64) supported by said cam follower shaft (66), 
said blade and said rollers projecting into said gaps for engagement of and cutting of said 
workpiece upon applying said rotation of said feed spur gear (17) at a rotation speed different 
from the rotation speed of said compound spur gear (16) and thereby move said cam follower 
shafts in said slots and radially of said axis, the improvement comprising: said compound 
spur gear (16) and feed spur gear (17) have spur gear tooth pitch diameters D-l and D-2 in 
respective lengths extending through said axis and diametrically across said gears, said 
length of said pitch diameter D-l of said feed spur gear (17) being different from the said 
length of said pitch diameter D-2 of said compound spur gear (16) so that the feed spur gear 
(17) rotates at a rotation speed different from the rotation speed of said compound spur gear, 
wherein said two gear trains each include a plurality of gears, each gear train includes said 
compound spur gear (16), said feed spur gear (17), a command drive gear (44) and a 
command feed gear (77) of pitch diameters different from one another, and a clutch (81) 
rotationally connected with said two gear trains for rotationally connecting said command 
drive gear (44) and said command feed gear (77) together so that the rotation speed of said 
compound spur gear (16) is different than the rotation speed of the feed spur gear (17).--. 
Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 
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4. Claims 1 and 3-5 are rejected under 35 U.S.C. 1 12, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Regarding claim 1 and 3-5, different parts are only 
distinguished by reference numbers. Therefore, it is confusing and it is not clear what are 
specific parts without looking at the reference numbers. For example, "a motor (33) mounted 
in said housing for rotating said gears, said housing and gears each having a gap", "said gears 
having cam slots (61, 69, 58 and 67), and "cam follower shafts (56 and 66) connected to said 
gears" are confusing. It is not clear what encompasses the word "gears." It is not clear 
whether the word "gears" includes the gear trains also or only the feed and compound spur 
gears. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lazarevic 
(6,065,212) in view of Nanzai (5,881,616). Regarding claim 1, as best understood, Lazarevic 
teaches substantially the claimed invention except that the gears 16, 17 have spur gear tooth 
pitch diameters D-I and D-2 in respective lengths extending through the axis and 
diametrically across the gears and with the length of the pitch diameter D-I of said gear 17 
being different from the length of the pitch diameter D-2 of the gear 16 for the rotation of the 
gear 17 at a rotation speed different from the rotation speed of the gear 16. However, Nanzai 
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teaches a powered pipe cutter including a main gear 7 and a cam mounting gear 8 stacked in 
parallel relationship similar to gears 16, 17 in Lazarevic. Nanzai also teaches that the gears 7, 
8 have spur gear tooth pitch diameters in respective lengths extending through the axis and 
diametrically across the gears and with the length of the pitch diameter of said gear 7 being 
different from the length of the pitch diameter of the gear 8 for the rotation of the different 
from the rotation speed of the gear 7. It should be noted that gears 7 and 8 have different gear 
pitch diameters. See col. 3, lines 1-67 and col. 4, lines 1-32 in Nanzai. It would have been 
obvious to a person of ordinary skill in the art to provide Lazarevic 's powered cutter with the 
different spur gear tooth pitch diameters for the spur gears, as taught by Nanzai, in order to 
prevent production of burrs on an inner side wall of a cut portion or on a cut face of the pipe. 

Allowable Subject Matter 
7. Claims 3-5 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations 
of the base claim and any intervening claims. 

Response to Amendment 
8 Applicant's argument's filed on 08/12/09 have been considered but they are not 
persuasive. Applicant's argument that the spur gear arrangement shown by Lazarevic has a 
common axis and is not even close to that shown in Nanzai is not persuasive. Nanzai 
teaches that the gears 7, 8 have spur gear tooth pitch diameters in respective lengths 
extending through the axis and diametrically across the gears and with the length of the pitch 
diameter of said gear 7 being different from the length of the pitch diameter of the gear 8 for 
the rotation of the different from the rotation speed of the gear 7. It should be noted that gears 
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7 and 8 have different gear pitch diameters. See col. 3, lines 1-67 and col. 4, lines 1-32 in 
Nanzai. The gears 7, 8 in Nanzai have a common axis and the spur gears 16, 17 in Lazarevic. 
In n response to applicant's argument that Nanzai's apparatus in a pipe cutter and is 
nonanalogous art, it has been held that a prior art reference must either be in the field of 
applicant's endeavor or, if not, then be reasonably pertinent to the particular problem with 
which the applicant was concerned, in order to be relied upon as a basis for rejection of the 
claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In 
this case, in fact the Nanzai's apparatus cuts pipe which is in the same art as tube cutters such 
as the tube cutter in Lazarevic. In addition, Nanzia teaches the concept of having two spur 
gears driven by a motor and having different diameter. The spur gears in Nanzia may not be 
exactly the same as spur gears in Lazarvic; however this does not mean that a person of 
ordinary skill in the art is not inclined to apply the concept of different diameter for the spur 
gears to similar spur gears such as the spur gears of Lazarvic. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
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advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ghassem Alie whose telephone number is (571) 272-4501. 
The examiner can normally be reached on Mon-Fri 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer Ashley reached on (571) 272-4502. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, SEE hU p://pair-dircct.uspto.gov . Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA 
OR CANADA) or 571-272-1000. 



/Ghassem Alie/ 

Primary Examiner, Art Unit 3724 
November 4, 2009 



